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Note new examiner. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8 and 10-21 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for the amount of layered phyllosilicate (or a 
dispersion with a particular concentration thereof) and the duration (time) of an addition 
of said dispersion to a component, does not reasonably provide enablement for the 
claim having unlimited variations. The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to make the 
invention commensurate in scope with these claims. 

Claims are silent as to the concentration of a dispersion of layered phyllosilicate 
and an amount (such as wt.%) of said layered phyllosilicate in the polyester resin or the 
duration (time) of an addition of said dispersion to a component. The current claims 
encompass unlimited amounts of said layered phyllosilicate and unlimited durations of 
an addition of said dispersion to a component. Thus, undue experimentation is needed 
to find out said amount (such as wt.%) of said layered phyllosilicate and processing time 
yielding the recited properties. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 8 and 10-21 are rejected under 35 U.S.C. 112. second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
' which applicant regards as the invention. 

The recited process and product thereof are indefinite in not specifying a 
concentration of a dispersion of layered phyllosilicate and an amount (such as wt.%) of 
said layered phyllosilicate in the polyester resin or the duration (time) of an addition of 
said dispersion to a component. The current claims encompass unlimited amounts of 
said layered phyllosilicate and unlimited durations of an addition of said dispersion to a 
component. 

The recited "said layered phyllosilicate comprises a dispersion comprising in 
claim 17 is confusing and incorrect since the layered phyllosilicate cannot be a 
dispersion since it is ah inorganic material. Also, claim 10 (a product) does not recite 
"dispersion" and said product does not contain water, and thus claim 17 improperly 
broadens the scope of claim 10 and is indefinite. The process claim 8 recites a 
dispersion of layered phyllosilicate consisting of untreated phyllosilicate and water, and 
thus claim 17 is redundant. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
states. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10-21 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Matabayas et al (WO 98/29499). 

Rejection is maintained for reason of record and following response. 

The examiner's position is that the polyester resin composition having layered 
phyllosilicate of Matabayas et al inherently meets the recited properties and applicant 
failed to show otherwise. An invention in a product-by-process is a product, not a 
process. See In re Brown , 459 F2d 531 , 173 USPQ 685 (CCPA 1972) and In re 
Thorpe . 777 F2d 695, 697, 227 USPQ 964 (Fed. Cir. 1985). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-11 19. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1714 
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